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Art Unit: 3733 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 

use or on sale in this country, more than one year prior to the date of application for patent in the United 

States. 

Claims 1,3,4, 9-11,13,18-20,30, 32-33,38,39,42-45 are rejected under 35 
U.S.C. 102(b) as being anticipated by Young et al (6,190,414). 

With respect to the claims, Young et al disclose an implant comprising a spacer 
(104) that is adapted to fit between spinous process; and a means (124) for adjusting 
the height of the spacer in order to adjust the spacing between the spacing between the 
spinous process. The spacer has a first portion and a second portion which are movable 
relative to each other; as best seen in FIG.1. the first and second portions connected by 
a hinge; as best seen in FIG.1, the adjusting means including a jack; as best seen in 
FIG. 3, the jack is adjusted by turning a screw; as best seen in FIG. 3, in one of the first 
and second directions. 

With respect to the claims, the implant comprising a body having a shaft (162) 
extending therefrom, a spacer (104 pivotally mounted on the body, the spacer including 
a first and second portion; as best seen in FIG. 3, a mechanism (124) positioned 
between the first portion and the second portion that can adjust a space between the 
first and the second portion, as best seen in FIGS. 10-13. 

The method steps, as set forth, would have been inherently carried out in the 
operation of the device, as set forth above. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 1 ,3,4, 11,1 3,30, 32-33,39,43 are rejected under 35 U.S.C. 1 02(e) as 
being anticipated by Jackson (6,454,807). 

With respect to the claims, Jackson discloses an implant comprising a spacer (1) 
that is adapted to fit between spinous process; and a means (84) for adjusting the 
height of the spacer in order to adjust the spacing between the spacing between the 
spinous process. The spacer has a first portion (10) and a second portion (11), which 
are movable relative to each other; as best seen in FIG.1., the first and second portions 
connected by a hinge; as best seen in FIG.1. 

With respect to the claims, the implant comprising a body (12) having a shaft (83) 
extending therefrom, a spacer pivotally mounted on the body, the spacer including a 
first and second portion (10,11); as best seen in FIG. 3, a mechanism (84) positioned 
between the first portion and the second portion that can adjust a space between the 
first and the second portion, as best seen in FIG. 6. 

The method steps, as set forth, would have been inherently carried out in the 
operation of the device, as set forth above. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 

invention was made to a person having ordinary skill in the art to which said subject matter pertains. 

Patentability shall not be negatived by the manner in which the invention was made. 

Claims 2,8,1217,31,37 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Young et al. (6,190,414). 

With respect to the claims, it is noted that Young et al did not teach of an elliptical 
shape implant or a first portion and second portion having a curved surface; as claimed 
by applicant. However, absent from any conclusive statements concerning unexpexted 
or unobvious results obtained from these particular configurations; these are nothing 
more than one of numerous configurations a person of ordinary skill in the art would find 
obvious for the purpose of providing a surface to the implant, in re Dailey, 149 USPQ 47 
(CCPA 1976). 

Allowable Subject Matter 

Claims 5-7, 14-16,34-36,40,41 are objected to as being dependent upon a 
rejected base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 

Claims 21-29 are allowed. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

6,773,460 08-2004 Jackson 

5,554,191 09-1996 Lahille et al. 



6,375,682 



04-2002 



Fleischmann et al. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Pedro Philogene whose telephone number is (571) 272- 
4716. The examiner can normally be reached on Monday to Friday 6:30 AM to 4:00 
PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner’s 
supervisor, Eduardo Robert can be reached on (571) 272 - 4719. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Pedro Philogene 
May 25, 2006 
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